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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event .however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )H Responsive to communication(s) filed on 19 August 2005 , 
2a)^ This action is FINAL. 2b)n This action is non-final. 
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8) \3 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing{s) Is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his Invention. 

2. Claims 36 and 37 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Regarding claim 36, the newly added limitations recite "one or more components 
are sized to produce, at the particular distance, a coupling between the terminal and the 
at least one transponder that is slightly greater than a minimum amount of coupling 
necessary for proper operation of the at least one transponder". 

The specification page 7, lines 25-27 of the present invention discloses that "For 
a given frequency and sizing determining the operating conditions, voltage V2 
decreases on either side of the optimal coupling position." The disclosure does not 
disclose 7/?e at least one transponder that is sliohtlv greater ttian a minimum amount of 
coupling necessary for proper operation of ttie at least one transponder. Therefore, the 
above emphasized limitation was not described in the specification at the time the 
invention was filed. 
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Regarding claim 37, the newly added limitations recite "the terminal and the 
transponder have physical properties that define a minimum distance by which the 
oscillating circuit of the terminal and the oscillating circuit of the at least one transponder 
can be separated, wherein the particular distance is approximately equal to the 
minimum distance ". 

The specification page 8, lines 10-12 of the present invention discloses that "a 
distance operating point such that moving away from this operating point strongly 
decreases the coupling between the oscillating circuits." The disclosure does not 
disclose "wherein the particular distance is approximately equal to the minimum 
distance ". Therefore, the above emphasized limitation was not described in the 
specification at the time the invention was filed. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made, 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e). (f) or(g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 14 and 16 are rejected under 35 U.S.C. 103(a) as being obvious over 
DeMichele (US 5.084.699) and further in view of Burdick et al (US 6.424,820) and 
Schneider et al (US 6.356.738). 

Regarding claim 14, DeMichele teaches a transponder (see fig.6) comprising: an 
oscillating circuit adapted to be excited by an external electromagnetic field when the 
transponder enters the electromagnetic field (see column 8. lines 28-41), the oscillating 
circuit including an inductance (see column 8, lines 28-41 and column 9. lines 9-1 1) and 
wherein a stray capacitance of the inductance acts as a capacitive element for the 
oscillating circuit (also see column 9, lines 9-11). 

DeMichele does not specifically disclose a coupling coefficient between the 
transponder and a read/write terminal that generates the electromagnetic field rapidly 
decreases when a distance separating the transponder from the read/write terminal 
becomes greater than the particular distance. 

Burdick teaches a coupling coefficient between the transponder and a read/write 
terminal that generates the electromagnetic field rapidly decreases when a distance 
separating the transponder from the read/write terminal becomes greater than the 
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particular distance (see Burdick. column 6. lines 12-21. in Burdick. "1-3 meters" reads 
on Applicant's "particular distance"). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Burdick into the system of 
DeMichele so that user can be accommodated in a small physical area without 
interference (see Burdick, column 6, lines 14-15). 

The combination of DeMichele and Burdick does not specifically disclose 
components of the oscillating circuit are sized based on a particular distance, which 
serves as an operating point between the transponder and the terminal to produce an 
operating condition in which a coupling coefficient between the transponder and 
read/write terminal the generates the electromagnetic field. 

Schneider teaches components of the oscillating circuit are sized based on a 
particular distance (see column 3, lines 55-59), which serves as an operating point 
between the transponder and the terminal to produce an operating condition in which a 
coupling coefficient between the transponder and read/write terminal the generates the 
electromagnetic field (also see column 3, lines 55-59, the teaching of Schneider 
inherently teaches Applicant's claimed limitations. If not, as alleged by the Applicant, 
the transponder of Schneider does not need to ''sized and shaped' in '' specified 
distance"). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Schneider into the system of 
DeMichele and Burdick in order to provide a contact-less smartcard system in which a 
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transponder communicates using a defined protocol (see Schneider, column 2, lines 48- 
50). 

Regarding claim 16, the combination of DeMichele, Burdick and Schneider 
teaches particular distance corresponds to approximately 1-3 meters (see Burdick, 
column 6 lines 15-21). The combination of DeMichele, Burdick and Schneider does not 
specifically disclose the particular distance corresponds to approximately 1 centimeter. 
However, such distance range would have been obvious since the particular distance 
range could have been determined by the inventors' needs e.g., use a distance range 
which can minimize the interference with other users. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the teaching of DeMichele, Burdick and 
Schneider as claimed, in order to provide another way of implementing the transponder. 

6. Claims 17. 19, 20, 35-37 and 39 are rejected under 35 U.S.C. 103(a) as being 
obvious over the Applicant's admitted prior art in view of Burdick et al (US 6,424,820) 
and further in view of Schneider et al (US 6,356,738). 

Regarding claims 17 and 35, the Applicant's admitted prior art teaches a system 
for data transfer comprising: a terminal including a series oscillating circuit having a first 
inductive element (see fig.1 , LI ) and a first capacitive element (see fig.1 , CI ), and a 
transponder including a parallel oscillating circuit having a second inductive element 
(see fig.1, L2) and a second capacitive element (see fig.1, C2 and see Applicant's 
Background of The Invention page 2 lines 4-11). 



Application/Control Number: 09/615,430 Page 7 

Art Unit: 2686 

The Applicant's admitted prior does not specifically disclose the first and second 
inductive elements and first and second capacitive elements such that a coupling 
coefficient between the series oscillating circuit and the parallel oscillating circuit 
decreases rapidly when a distance between the terminal and the transponder is greater 
than a particular distance. 

Burdick teaches inductive elements and capacitive elements such that a coupling 
coefficient between oscillating circuit decreases rapidly when a distance between the 
terminal and the transponder is greater than a particular distance (see Burdick, column 
6 lines 12-21, in Burdick, "1-3 meters" reads on Applicant's "particular distance" and the 
signal strength will fall off in any distance less than 1 meter or greater than 3 meter). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Burdick into the system of the 
Applicant's admitted prior art so that user can be accommodated in a small physical 
area without interference (see Burdick, column 6 lines 14-15). 

The combination of the Applicant's admitted prior art and Burdick does not 
specifically the first and second inductive elements and first and second capacitive 
elements are sized based on a particular distance, which serves as an operating point 
between the transponder and the terminal to produce an operating condition in which a 
coupling coefficient between the circuits. 

Schneider teaches components of the oscillating circuit are sized based on a 
particular distance (see column 3, lines 55-59), which serves as an operating point 
between the transponder and the terminal to produce an operating condition in which a 
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coupling coefficient between the circuits (also see column 3, lines 55-59, the teaching of 
Schneider inherently teaches Applicant's claimed limitations. If not, as alleged by the 
Applicant, the transponder of Schneider does not need to "sized and shaped' in 
'' specified distance"). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Schneider into the system of the 
combination of the Applicant's admitted prior art and Burdick in order to provide a 
contact-less card smart card system in which a transponder communicates using a 
defined protocol (see Schneider, column 2, lines 48-50). 

Regarding claim 19, the combination of Burdick and the Applicant's admitted 
prior art teaches the particular distance is approximately 1-3 meters (see Burdick, 
column 6 lines 15-21). The combination of Burdick and the Applicant's admitted prior 
art does not specifically disclose the particular distance is approximately 1 centimeter. 
However, such distance range would have been obvious since the particular distance 
range could have been determined by the inventors' needs e.g., use a distance range 
which can minimize the interference with other users. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the teaching of the Applicant's admitted prior art, 
Burdick and Schneider as claimed, in order to provide another way of implementing the 
transponder. 

Regarding claim 20, the combination of the Applicant's admitted prior art, Burdick 
and Schneider teaches the number of turns of an inductance of the parallel oscillating 
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circuit of the transponder is 25 (see Burdick, column 40 line 52). The Applicant's 
admitted prior art and Burdick does not specifically disclose the first inductive element 
comprises a single turn. However, such single turn would have been obvious since the 
particular number of turns could have been determined by the inventors' needs e.g., use 
a number of turns which can optimize the transmission coverage area that also 
minimizes interference. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the teaching of the Applicant's admitted prior art, 
Burdick and Schneider as claimed, in order to provide another way of implementing the 
transponder. 

Regarding claim 36, the Applicant's admitted prior art, Burdick and Schneider 
further teaches the one or more components are sized to produce, at the particular 
distance, a coupling between the terminal and the at least one transponder that is 
slightly greater than a minimum amount of coupling necessary for proper operation of 
the at least one transponder (see Schneider, column 3, lines 55-59). 

Regarding claim 37, the Applicant's admitted prior art, Burdick and Schneider 
further teaches the terminal and the transponder have physical properties that define a 
minimum distance by which the oscillating circuit of the terminal and the oscillating 
circuit of the at least one transponder can be separated, wherein the particular distance 
is approximately equal to the minimum distance (see Schneider, column 3, linfes 55-59). 

Regarding claim 39, the combination of the Applicant's admitted prior art, Burdick 
and Schneider teaches particular distance corresponds to approximately 1-3 meters 
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(see Burdick, column 6 lines 15-21). The combination of the Applicant's admitted prior 
art, Burdick and Schneider does not specifically disclose the particular distance 
corresponds to approximately 1 centimeter. However, such distance range would have 
been obvious since the particular distance range could have been determined by the 
inventors' needs e.g., use a distance range which can minimize the interference with 
other users. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the teaching of the Applicant's admitted prior art, 
Burdick and Schneider as claimed, in order to provide another way of implementing the 
transponder. 

7. Claim 18 is rejected under 35 U.S.C. 103(a) as being obvious over the 
Applicant's admitted prior art in view of Burdick et al (US 6,424,820) and further in view 
of Schneider et al (US 6,356.738) and DeMichele (US 5,084.699). 

Regarding claim 18, the combination of the Applicant's admitted prior art, Burdick 
and Schneider teaches the electromagnetic transponder of claim 17. The Applicant's 
admitted prior art. Burdick and Schneider does not specifically disclose a capacitive 
element of the parallel oscillating circuit is provided by a tray capacitance of an 
inductance of the parallel oscillating circuit. 

DeMichele teaches a capacitive element of the parallel oscillating circuit is 
provided by a tray capacitance of an inductance of the parallel oscillating circuit (see 
column 9. lines 9-11). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of DeMichele into the system of the 
Applicant's admitted prior art, Burdick and Schneider in order to provide a novel 
electromagnetic field transmission and detection system which can simultaneously 
transmit a high intensity magnetic field and detect a localized low intensity magnetic 
field (see DeMichele, column 20-25). 

8. Claim 38 is rejected under 35 U.S.C. 103(a) as being obvious over the 
Applicant's admitted prior art in view of Burdick et al (US 6,424,820) and further in view 
of Schneider et al (US 6,356,738) and Pobanz et al (US 5,525,993). 

Regarding claim 38, the combination of the Applicant's admitted prior art, Burdick 
and Schneider teaches the electromagnetic transponder of claim 17. The Applicant's 
admitted prior art, Burdick and Schneider does not specifically disclose the particular 
distance is greater than a distance between the oscillating circuit of the terminal and the 
oscillating circuit of the transponder that results in a greatest voltage across the 
oscillating circuit of the transponder. 

Pobanz teaches the particular distance is greater than a distance between the 
oscillating circuit of the terminal and the oscillating circuit of the transponder that results 
in a greatest voltage across the oscillating circuit of the transponder (see fig.4, the curve 
at a highest point reads on Applicant's "a greatest voltage"). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Pobanz into the system of the 
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Applicant's admitted prior art, Burdick and Schneider in order to provide a transponder 
that is activated by an interrogation beam to upconvert and radiate a digitally modulated 
identification tone (see Pobanz, column 1, lines 9-13). 

Allowable Subject Matter 

9, Claims 21, 22, 33 and 34 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Regarding claims 21, 22, 33 and 34, the combination of the Applicant's admitted 
prior art, Burdick and Schneider teaches claims 14 and 17. The combination of the 
Applicant's admitted prior art, Burdick and Schneider fails to teach the claimed 
limitations of claims 21 , 22, 33 and 34. 

1 0. Claims 1 -4, 6-1 3 and 23-32 are allowed. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

Claims 1 , 9, 23 and 30, are allowable over the prior art of record for the reasons 
as stated in the Office action dated 06/09/2004 (page 10). 

Dependent claims 2-4, 6-8, 10-13, 24-29, 31 and 32 are allowable for same 

reason. 
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Response to Arguments 

1 1 , Applicant's arguments filed 08/19/05 have been fully considered but they are not 
persuasive. 

On page 13 of Applicant's remarks. Applicant argues that the combination of 
DeMichele, Burdick and Schneider is improper. 

In response to applicant's argument that there is no suggestion to combine the 
references (or the combination is improper), the examiner recognizes that obviousness 
can only be established by combining or modifying the teachings of the prior art to 
produce the claimed invention where there is some teaching, suggestion, or motivation 
to do so found either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1 071 . 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). In this case, the motivation to do so found either in the references 
themselves so that user can be accommodated in a small physical area without 
interference (see Burdick, column 6, lines 14-15) and provide a contact-less smartcard 
system in which a transponder communicates using a defined protocol (see Schneider, 
column 2, lines 48-50). 

On pages 14-16 of Applicant's remarks, Applicant argues that "Schneider does 
not teach sizing components of a transponder based on such distance". 
The Examiner, however, disagrees. Schneider does indeed teach components of the 
oscillating circuit are sized based on a particular distance (see column 3, lines 55-59), 
which serves as an operating point between the transponder and the terminal to 
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produce an operating cx)ndition in which a coupling coefficient between the transponder 
and read/write terminal the generates the electromagnetic field (also see column 3, lines 
55-59, the teaching of Schneider inherently teaches Applicant's claimed limitations. If 
not, as alleged by the Applicant, the transponder of Schneider does not need to "sized 
and shaped" in " specified distance"). In addition. Applicant's attention is directed to the 
rejection of claims 14, 17 and 35 above. 

On page 14 of Applicant's remarks, Applicant further argues that DeMichele and 
Burdick do not disclose components of an oscillating circuit sized based a particular 
distance and even if DeMichele, Burdick and Schneider are combined, no resulting 
combination would teach or suggest the limitation of claim 14. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). In this case, Schneider teaches components of an oscillating circuit sized based 
a particular distance (see Schneider, column 3, lines 55-59) and the combination of 
DeMichele, Burdick and Schneider teaches the limitation of claim 14. In addition, 
Applicant's attention is directed to the rejection of claim 14 above. 

Conclusion 

12. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nghi H. Ly whose telephone number is (571 ) 272-791 1 . 
The examiner can normally be reached on 8:30 am-5:30 pm Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on (571) 272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. 
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Shouldyou have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Nghi H. Ly 





cMipL 



CHARLES APPIAH 
PRIMARY EXAMINER- 



